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Agenda

r Claim Drafting
r Interviewing Inventors

"In theory theoryand practice are the same." In
practice, they are not."

futributed to Lawrence Peter "Yogi" Berra
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Vhat is a Claint'
o Defines the meets and bounds of the invention

- Similar to a real propeny* deed
- Central claiming azsas peripheral claiming

Example Claim
A conductive composition comprising

(a) copper and
(b) gold.

Claims in the Larger C-ontext
. Pans of the application

- Specification
- Claims
- Figures
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Puqposes of Claims (and Patents) @t,tl

o Exclusion of competiton in a pioneering field
to gain a substantial foothold in the market

o Bargaining chip for litigation
o Scarecrow
. Publishing the invention
o ]Vhrketins

Statutory Requirements of Claims
. Patentable Subject Matter 35 U.S.C S 101
. Utility35 U.S.C S 101
. NoveltyS5 U.S.C S 102
r Non-Obviousness 35 U.S.C S 103
r Definiteness 35 U.S.C S 112, g 2
o Interaction with specification requirements of

enabiement, written description, and best
mode 35 U.S.C S ln,n l

Pulposes of Claims (and Patents)
o Licensing asset
r Asset for sale
r Asset for investment
o Asset in a foreign country for partnering
o Monopolyprices
. Injunction /exclusion
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General Format of Claim
r One sentence
o No set format regarding paragraphs or

numbering within a claim

Basic Pans of a Claim
o Preambie
r Transitional phrase
r Body

Preamble
r Can be a limitation, but rraynot be
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Transitional Phrases
o C-omprising

- Including the following elements but not excluding
othen ("at least")

- Open ended
- Embedded comprising
- C.omparable words: "having," "including,"

containing" but can be open ro interpretation so
use "comprising"

Trans itio n al Phr as e s (art' Q
r Consisting of

- No more, no less than the recited elements
- Closed term
- Comparable words: "composed of,"

"constituting," "having," "being," "is"
- Rarely used

Trans ition aI Phras e s (avt' Q
. Consisting essentially of

- Includes otherelements that do not materially
affect the basic and novel characteristics of the
claimed invention

- Middle ground bet*een open and closed
- Comparable words: "composed of"
- Useful when the prior an teaches A+B +C and

invention is A+B
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Trans ition al Phras es (aw' Q
r Summary

- Use comprising unless absolutely necessary to go

Bodyof Claim
r List necessaryelements fornovehy, non-

obviousness, operability, enablement

Claim Drafting Procedures
. Go thrrcugh everysingle phrase, clause, word,

and deci& whether it is necessary or unduly
Iimits the invention

o Forward looking prosecution stntegy - can
amend the claim during prosecution to
potentially narrow the claim
- Difficult to broaden during prosecution
- However, estoppels for narrowing claims

6
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International Cons iderations

r C-onsistency between countries?
. Patentable subject matter may differ

Independen t Tpts us Dependent Claims

o Stand alone zmus incoqporates limitations of
otherclaims (S 112, tl3-5)

o All claims are legallyrequied to be reated
sepaftlte from each other for patentability

r Practical advxrtages to independent claims

Broad 72nt6 Naffow Claim

o Adding a limitation creares narrowness,
providing likelihood of patentability in
claiming around the art but potentially making
it more difficult for infringemenr enforcement
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HowManylnventions to Put in a
Case?
o Various claim tlpes - compound, composition,

article, device/machine, process for
making/ s1'nthes is, proces s f or us ing, prlcduct
byprocess

. Restriction issues

Specif ic E mbodiment Considerations

o Covering the commercial embodiment
. Crvering potential competitor's designs
r Fall back positions

Claims Should Do the Followine
r Claim.around the prior an for novelty and

non-oDvtousness
. Claim an enabling invemion
r C,laim as broadly as possible for current

invention, variations of invention, and
ahemative embodiments of the invention

r Claim potential design arounds to keep the
comPettor out
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Relative Terms and Definiteness
. Iror example: solubie, irigh temperature, low viscosirl'. tmlgr,

SOI I
o AdnKrata, Irc t Safal Traul Oair, lrc, 8A6 F.2d 1565 (Fed.

Gr. 1986)
-  I n r h e . b i n  - l n r  u h c e l , l u i r h a v r n g r ' e r  p o n i o n , a  f o n r  l e e

ponion.,rnd a rcarulreel .u.cmt' ly.  rhe i : rorbrermrr "hrrein,ajdlrcnr leg ponion t ro dircroioned r. ro]'e nenable duowh rhe
.pace biru een ilre do"rl nr me o[ an auomohile rnd one ol rhi seru
t h t r c o i . . . . - . ' . o c { r c r r i o n e d  h e l d r  d e i u L i r r  u d e r $  I l i

- $ 1 12 requires a deremimtion of *'he*rer rhos e sldled in rhe an qould
qdeatmd ulut is clairyd u'hen the cl'rim is ead b lkhr of the
specification fu lory x those of ordimn skill in the iit realized that
dre dimrrioro couldbe exily obtained, $ 1 12 requirc nothirg more
ls x accurte as the subject nuterpenus, ruorrcbiles beilg of

How Terms in Claims are Construed
by Courts
Pbillqx c AWH Corp.,415 F.3d 1303 (Fed. Cl.2Aal @\ag
. lntrinsic evidence (more relevmt)

- Oairrx
- Grnren
- Gher clains

Specilicatioo ("silgie besr guide to dre nemurg of r dispued tem")
- Specialdefinition g^'ento a claimtem

Inremional drschimr
- Pmsecutionhistory
- Dercrouation of hou'inventor mdentood the invemion

Hou'invemor limited invenrion in the come of prcsecutioa

How Terms in Claims are Consrrued
by Courts 1ow'4
r Extrinsic Evidence (less relevant)

- Expen and invenror testimony
- Dictionaries
- Leamed treatises

9



09129106
N E E D L E  \ O O S E N B E R G

Method Claims
. Like a cookbook recipe - recite manipulative

sreps
- Mix, heat, and separate

r C,laim different number of steps for different
patentability
- Fleating A+B to get Q then mixing C+D to get E
- Providing Q then mixing C+D to get E

Basic Drafting Procedure
o Review invention disclosure
o Discuss invention with inventor
o Review prior art

- Prior an search
o Draft preamble
o Draft transitional phrase

Basic Draftng (art'Q
r Draft minimum elements to enable the

invention and describe minimum noveltyand
non-obviousness over the prior an

o Iterate claim draftine with inventon'
conunents on the invention

o Draft the specification
r Iterate between claim dnfting and specification

draftins for funher refinements

1 0
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Interview with the Inventor

. Goals
- Determine/confirm what the invention(s) is
- Get details for claims

o Specilic wording
o Addirional embodiments
o Back-up elements

- Get details for specificarion
- Define inventorship
- Vrth defined invenrors, determine the best mode

Interview with the Inventor (wt'Q
- Gather information on business aspects

o Clmmercial embodiments
o Direction of resemh
o Defining v4rat is most imponmt for inventive concepts

- Baclground - what problem was being solved?
- Initial view of prior an

o Idendllcation of key prior an documents
o Idcnrification of closesr prior an documents

- Defining ani' critical events that are bars or that
would trigger the clock to run for a future bar

Practical fupects of Interviewing
Inventor
. Advantage of reviewing written description of

invention prior to interview
- Invention disclosure, record of invention, and

invention repon
o Advantage of preliminaryprior art review
o Tlpically a non-advenarial process

1 1
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\Xhat is the Format of an Interview?

o Seuing
. Genenl description of the invention
r Q&A
r On the spot claim drafting
r Follow-ups and action iterns

t2


